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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )S Responsive to communication(s) filed on 13 November 2007 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 1-3,5-1 4,1 8-21. 24,28,31 -35 and 40 is/are pending in the application. 

4a) Of the above claim(s) 19.20.35 and 40 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-3.5-14. 18.21,24.28 and 31-34 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction arid/or election requirement. 

Application Papers 

£>)□ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 9/22/04: 11/7/06 . 6) □ Other: 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 
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Part of Paper No./Mail Date 20080203 
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DETAILED ACTION 

Receipt is acknowledged of amendment, election filed on 1 1/13/07. Receipt is also 
acknowledged of IDS filed on 9/22/04 and 1 1/7/06. Claims 4, 15-17, 22, 23, 25-27, 29, 30 and 
36-39 have been cancelled as per applicant's amendment dated 1 1/13/07. Claims 1-3, 5-14, 18- 
21,24, 28, 31-35 and 40 are pending in the application and the status of the application is as 
follows: 

Election/Restrictions 

Applicant's election of group I in the reply filed on 1 1/13/07 is acknowledged. Because 
applicant did not distinctly and specifically point out the supposed errors in the restriction 
requirement, the election has been treated as an election without traverse (MPEP § 818.03(a)). 

Claims 35 and 40 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) 
as being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 1 1/13/07. 

Applicant's election of species drawn to at least one compound, which is " polystearyl 
acrylate" and "gum Arabic" belonging to film-forming polymer in the reply filed on 1 1/13/07 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)). 

Claims 19-20 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected species, there being no allowable generic or linking claim. Election 
was made without traverse in the reply filed on 1 1/13/07. 



Application/Control Number: 

10/821,919 

Art Unit: 1615 



Page 3 



Claims 1-3, 5-14, 18, 21, 24, 28 and 31-34 are pending in the application. The generic 
claims will be examined to the extent that it reads on the elected species only. 

Priority 

If applicant desires to claim the benefit of a prior-filed application under 35 U.S.C. 
1 19(e), Applicant must provide a certified English translation of the provisional applications. 
Further, a specific reference to the prior-filed application in compliance with 37 CFR 1.78(a) 
must be included in the first sentence(s) of the specification following the title or in an 
application data sheet. For benefit claims under 35 U.S.C. 120, 121 or 365(c), the reference must 
include the relationship (i.e., continuation, divisional, or continuation-in-part) of the applications. 

If the instant application is a utility or plant application filed under 35 U.S.C. 1 1 1(a) on 
or after November 29, 2000, the specific reference must be submitted during the pendency of the 
application and within the later of four months from the actual filing date of the application or 
sixteen months from the filing date of the prior application. If the application is a utility or plant 
application which entered the national stage from an international application filed on or after 
November 29, 2000, after compliance with 35 U.S.C. 371, the specific reference must be 
submitted during the pendency of the application and within the later of four months from the 
date on which the national stage commenced under 35 U.S.C. 371(b) or (f) or sixteen months 
from the filing date of the prior application. See 37 CFR 1.78(a)(2)(ii) and (a)(5)(ii). This time 
period is not extendable and a failure to submit the reference required by 35 U.S.C. 1 19(e) and/or 
120, where applicable, within this time period is considered a waiver of any benefit of such prior 
application(s) under 35 U.S.C. 1 19(e), 120, 121 and 365(c). A benefit claim filed after the 
required time period may be accepted if it is accompanied by a grantable petition to accept an 
unintentionally delayed benefit claim under 35 U.S.C. 1 19(e), 120, 121 and 365(c). The petition 
must be accompanied by (1) the reference required by 35 U.S.C. 120 or 1 19(e) and 37 CFR 
1.78(a)(2) or (a)(5) to the prior application (unless previously submitted), (2) a surcharge under 
37 CFR 1 . 1 7(t), and (3) a statement that the entire delay between the date the claim was due 
under 37 CFR 1.78(a)(2) or (a)(5) and the date the claim was filed was unintentional. The 
Director may require additional information where there is a question whether the delay was 
unintentional. The petition should be addressed to: Mail Stop Petition, Commissioner for Patents, 
P.O. Box 1450, Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time period 
set forth in 37 CFR 1.78(a), but not in the first sentence(s) of the specification or an application 
data sheet (ADS) as required by 37 CFR 1 .78(a) (e.g., if the reference was submitted in an oath 
or declaration or the application transmittal letter), and the information concerning the benefit 
claim was recognized by the Office as shown by its inclusion on the first filing receipt, the 
petition under 37 CFR 1 .78(a) and the surcharge under 37 CFR 1 . 1 7(0 are not required. 
Applicant is still required to submit the reference in compliance with 37 CFR 1 .78(a) by filing an 
amendment to the first sentence(s) of the specification or an ADS. See MPEP § 201 .1 1 . 
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Information Disclosure Statement 

The foreign patents that are not in English language have been crossed out since the 
examiner considered the English equivalents. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, 5-14, 18, 21, 28 and 31-34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U. S. Patent 3,91 1,105. 

Specification teaches the measurement for measuring thermal profile. See below. 

Determination of the thermal profile of the composition 

[022] The thermal profile of the composition according to the present disclosure is 
determined using a differential scanning calorimeter (DSC), for example the calorimeter sold 
under the name DSC 30 by the company Mettler. 

See paragraph bridging col.s 3-4 for the preferred homopolymers. The description 
included only 9 polymers. " POLYSTEARYL METHACRYLATE" is repeated twice. First 
occurrence should be polystearyl acrylate. ( claimed species) belonging to " at least one 
compound" . See claim 5 for " elected species" . see col.5, 11 37-40 for water ( aqueous phase of 
claim 21) and see col.4, 11 49-65 for claim 28 drawn to dyestuff. See col.4, 11 25-27 for lip rouge 
and mascara, whcih reads on the claimed cosmetic composition. Mascara reads on claim 31. 
PTO is not equipped to measure the thermal profile and the limitations claimed in claims 2-11, 
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therefore patent anticipates these claims. Since the components claimed are same to that 
disclosed, patent anticipates claim 33. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 5-14, 18, 21, 24, 28 and 31-34 rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of U. S. Patents 3,91 1,105 ('105) and 6,875,245 ('245). 

Patent '105 teaches cosmetic composition using polystearyl acrylate, aqueous phase and 
dyestuff and use these compostions in the form of lipstick and mascara. Patent does not teach the 
limitation of claim 24, wherein the composition further comprising film-forming polymer , 
which is gum arabic. Patent '245 teaches compostions in personal care products. Personal care 
products are also known as cosmetic compoisitons. Patent '245 under examples 8-9, 25 and 66 
teaches mascara compostions using gum arabic. Thus both the patents teach individually 
mascara compostions using polystearyl acrylate and gum arabic. 

Accordingly it would be obvious to one of ordinary skill in the art at the time the 
invention was made to prepare third composition and use it for coating keratin fibers ( mascara) 
by combining the two components polystearyl acrylate and gum arabic with the reasonable 
expectation of success that the third composition is also effective for coating the keratin fibers. It 
is prima facie obvious to combine two compositions each of which is taught by the prior art to be 
useful for the same purpose, in order to form a third composition to be used for the very same 
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purpose. The idea of combining them flows logically from their having been individually taught 
in the prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT Ph. D whose telephone number is 
571-272-0607. The examiner can normally be reached on Monday-Friday, 10:30-7:30: 1st Friday 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JYOTHSNA A. VENKAT/ Ph. D 
Primary Examiner 
Art Unit 1615 



